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By virtue of this amendment claim 1, 3-5, and 7-42 are currently pending in this 
application. In a January 27, 2006 Final Office Action, the Examiner rejected claims 1- 
42 under 35 U.S.C. § 102(e) as being anticipated by United States Patent 6,551,303 
(" Van Tassel et al. "). The Examiner also rejected claims 1-42 under 35 U.S.C. § 102(e) 
as being anticipated by United States Patent 6,605,1 1 1 (" Bose et al. "). The applicants 
respectfully traverse the rejections. 

The rejection under 35 U.S.C. § 102(e) to Van Tassel et al. 

The Examiner rejected pending claims 1, 3-5, and 7-42 under 35 U.S.C. § 102(e) 
as being anticipated by Van Tassel et al. The applicants respectfully traverse the 
rejection. 

Claim 1 has been amended to more clearly point out the claimed invention. In 
particular, claim 1 recites a combination of elements including, for example, "an 
apparatus deployable in a blood vessel to alter flow to an aneurysm packed with 
aneurysm coils, comprising: a base having a vessel facing side and an aneurysm facing 
side; the base comprising a shape sufficient to substantially cover a neck of the 
aneurysm, the base residing in the vessel; a connector; the connector formed as a coil to 
connect to the aneurysm coils separately packed into the aneurysm; and the connector 
coupled to at least one of the aneurysm facing side and the vessel facing side, wherein 
the connector anchors the base about the neck of the aneurysm to alter flow about the 
aneurysm and allow flow through the vessel," which is not shown or disclosed by Van 
Tassel et al. Rather, and at most, Van Tassel et al. discloses a stand alone device that 
cannot in fact have the aneurysm separately packed with, for example, GDC coils. 
Rather, as shown by figures 5-24 and the associated text of Van Tassel et al. . the Van 
Tassel et al. device either provides a mechanism to using frictional force to seat the 
membrane 40, 240 against the walls of the aneurysm or actually pierces the wall of the 
aneurysm to collapse the same. For example, figures 5 and 7 discloses prongs 50 
seating against the appendage 13 and figure 6 and 8 discloses that prongs 50 pierce the 
appendage 13. Figure 9 discloses an extendable stent 70. Figures 10-12 discloses an 
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anchor 80 driven through the wall of appendage 13. Figure 13 discloses an adhesive. 
Figures 14-18 disclose a disk 130 that is driven through the wall of appendage 13. 
Figures 20-22 disclose an umbrella like device frictionally engaging the walls of 
appendage 13. Each of these attachment mechanisms operates without consideration of 
whether the aneurysm is packed with coils. Moreover, it is believed the majority of the 
attachment mechanisms would not function if the aneurysm was packed with coils. 
Thus, Van Tassel et al. would not even be modified to provide an attachment 
mechanism in the form of a coil to pack into coils packed in the aneurysm. Thus, it is 
respectfully submitted that amended claim 1 is patentably distinct from Van Tassel et 
aL Withdrawal of the rejection under Van Tassel et al. is respectfully requested for at 
least this reason. 

Moreover, the present invention provides "an apparatus deployable in a blood 
vessel to alter flow to an aneurysm," which is not disclosed by Van Tassel et al. 
Rather, Van Tassel et al discloses a device used to block flow between the heart and a 
thrombus formed off a chamber of the heart. The heart, unlike a blood vessel, is a 
relatively large organ. Devices usable in the heart are typically not suitable for vessel 
use, especially small vessels where brain aneurysms or the like form. For at least this 
reason, claim 1 is not anticipated by Van Tassel et al. 

For all the foregoing reasons, it is respectfully submitted that claim 1 is not 
anticipated by Van Tassel et al. Withdrawal of the pending rejection and allowance of 
claim 1 is respectfully requested. 

Claims 39 and 40 have been amended to recite elements similar to amended 
claim 1 and, at least by virtue of the similarity, are not anticipated by Van Tassel et al. 
The applicants respectfully request the withdrawal of the rejection of claims 39 and 40 
and allowance of the claims. 

Claims 3-5, 7-38, 41, and 42 depend either directly or indirectly from amended 
claims 1 and 40 and, at least by virtue of the dependency, are not anticipated by Van 
Tassel et al. The applicants respectfully request the withdrawal of the rejection of 
claims 3-5, 7-38, 41, and 42 and allowance of the claims. 
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The Examiner additional rejected claims 8-21 and 24-38 under 35 U.S. C. § 
102(b) as anticipated by Van Tassel et al. As an initial matter, the Examiner's reliance 
on Van Tassel et al. is misplaced. With particular reference to the sections called out 
by the Examiner, Van Tassel et al. at column 3, lines 30-32, and column 5, line65, to 
column 6, line 2, simply discloses that the membrane 40, 240 is porous to promote 
fibrous growth. Van Tassel et al. . while promoting growth by the porous membrane, 
does not disclose a mechanism to deposit biologies to facilitate the fibrous growth. In 
other words, claim 8, for example, recites a combination of elements including "the at 
least one coil is a growth coil and comprises a carrier, a binder, and a growth factor," 
which is not disclosed by Van Tassel et al. Rather, Van Tassel et al. discloses a porous 
membrane, which may not even be capable of being loaded with a carrier, binder, and 
growth factor because of the porous nature. The porous membrane, while promoting 
fibrous growth, does not disclose using the device to deliver biologies as recited. In 
fact, in previous actions, the Examiner seemed to admit Van Tassel et al. does not 
disclose a growth coil comprising a carrier, a binder, and a growth factor by alleging 
that Van Tassel et al. "inherently is capable of [comprising] a carrier, a binder, and a 
growth factor." However, the mere fact that something is possible or even probably is 
insufficient to satisfy the Examiner's prima facie case. MPEP § 2163.07(a); See In re 
Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999) ( "[t]o establish inherency, the extrinsic 
evidence must make clear that the missing descriptive matter is necessarily present in 
the thing described in the reference, and that it would be so recognized by persons of 
ordinary skill. Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of 
circumstances is not sufficient."). 

Thus, it is respectfully submitted that Van Tassel et al. does not anticipate claims 
8-21 and 24-38 for at least this additional reason. For at least this additional reason, the 
applicants respectfully request the Examiner withdraw the rejection of claims 8-21 and 
24-38 and allow the claims. 
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The rejection under 35 U.S.C. § 102fe> to Bose et al. 



The Examiner rejected pending claims 1, 3-5, and 7-42 under 35 U.S.C. § 102(e) 
as being anticipated by Bose et al. The applicants respectfully traverse this rejection. 

Claim 1 has been amended to more clearly described the claimed invention. In 
particular, amended claim 1 recites a combination of elements including, for example, 
"the base comprising a shape sufficient to substantially cover a neck of the aneurysm, 
the base residing in the vessel," which is not disclosed by Bose et al. 

Conversely, Bose et al. discloses a device that extends past the neck of the 
aneurysm. In particular, the base 1601, 1801 is extended past the neck of the aneurysm. 
Pressure form coils, such as GDSs, exert seating force on base 1601, 1801 to cause the 
base to seat in the aneurysm neck area. Appling seating pressure against the aneurysm 
mall provides a potential that the already weak wall of the aneurysm may rupture and is 
an non-desirous solution. Moreover, because the neck of the aneurysm remains 
exposed, the neck may expand causing re-exposure of the aneurysm. Both situations 
are non-desirous, dangerous, and potentially fatal. 

Conversely, as recited in claim 1, the base resides in the vessel. Moreover, the 
base is seated against the non-weakened potion of the vessel wall. (See Figure 7 of the 
present application showing the base extending past the aneurysm neck edges to secure 
against the non-weakened vessel wall.) For at least this reason, it is respectfully 
submitted that claim 1 is not anticipated by Bose et al. 

Moreover, claim 1 has been amended to recite a combination of elements 
including, for example, "the connector formed as a coil to connect to the aneurysm coils 
separately packed into the aneurysm," which is not disclosed by Bose et al. Rather, 
Bose et al. provides an aneurysm device that not only extends into the aneurysm and 
does not reside in the blood vessel, but also provides in integrated packing mechanism, 
such as a hydro-gel or shaped memory alloy that is not separately packed into the 
aneurysm. The integrated packing mechanism could not function in an aneurysm 
separately packed with aneurysm coils as the present invention recited in claim 1 
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Thus, for at least this additional reason, it is respectfully submitted that amended claim 
1 is not anticipated by Bose et al. 

For all the foregoing reasons, it is respectfully submitted that claim 1 is not 
anticipated by Bose et al. Withdrawal of the pending rejection and allowance of claim 
1 is respectfully requested. 

Claims 39 and 40 have been amended to recite elements similar to amended 
claim 1 and, at least by virtue of the similarity, are not anticipated by Bose et al. The 
applicants respectfully request the withdrawal of the rejection of claims 39 and 40 and 
allowance of the claims. 

Claims 3-5, 7-38, 41, and 42 depend either directly or indirectly from amended 
claims 1 and 40 and, at least by virtue of the dependency, are not anticipated by Bose et 
aL The applicants respectfully request the withdrawal of the rejection of claims 2-38, 
41, and 42 and allowance of the claims. 

The Examiner additional rejected claims 8-21 and 24-38 under 35 U.S.C. § 
102(b) as anticipated by Bose et al. The applicants respectfully traverse the rejection of 
these claims. In particular, claim 8 recites "the at least one coil is a growth coil and 
comprises a carrier, a binder, and a growth factor," which is not disclosed by Bose et al. 
In fact, the Examiner seems to admit Bose et al. does not disclose a growth coil 
comprising a carrier, a binder, and a growth factor by alleging that Bose et al. 
"inherently is capable of [comprising] a carrier, a binder, and a growth factor." 
However, the mere fact that something is possible or even probably is insufficient to 
satisfy the Examiner's prima facie case. MPEP § 2163.07(a); See In re Robertson, 169 
F.3d 743, 745 (Fed. Cir. 1999) ( "[t]o establish inherency, the extrinsic evidence must 
make clear that the missing descriptive matter is necessarily present in the thing 
described in the reference, and that it would be so recognized by persons of ordinary 
skill. Inherency, however, may not be established by probabilities or possibilities. The 
mere fact that a certain thing may result from a given set of circumstances is not 
sufficient."). 
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Thus, it is respectfully submitted that Bose et al. does not anticipate claims 8-21 
and 24-38 for at least this additional reason. For at least this additional reason, the 
applicants respectfully request the Examiner withdraw the rejection of claims 8-21 and 
24-38 and allow the claims. 

For all the foregoing reasons, the applicant respectfully requests the Examiner 
reconsider and withdraw the pending rejection and allow claims 1, 3-5, and 7-42. 
Allowance of the pending claims is respectfully requested. 

The applicants respectfully request that the Examiner consider this Amendment 
and Response. The applicant submits that the pending claims are presently in condition 
for allowance and that no new matter has been introduced by this response. The 
applicant believes that the proposed response does not raise new issues or necessitate 
the undertaking of any additional search of art by the Examiner, because all of the 
elements were either earlier claimed or inherent in the claims as examined. Therefore, 
the amendment should allow for immediate action by the Examiner. Alternatively, the 
Applicants believe that entry of the response would place the application in better form 
for appeal, should the Examiner dispute the patentability of the claims. 

If an extension of time under 35 C.F.R. § 1.136 is required to obtain entry of this 
Amendment, such an extension is requested. If there are fees due under 37 U.S.C. § 
1.16 or 1.17 which are not otherwise accounted for, please charge our Deposit Account 
No. 08-2623. 

Respectfully submitted, 

Dated: April 14, 2006 

Brian Kinnear 
Registration No. 43,717 
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HOLLAND & HART LLP 
555 17 th Street, Suite 3200 
Post Office Box 8749 
Denver, CO 80201-8749 
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